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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )^l Responsive to communication(s) filed on 21 April 2009 . 
2a )^ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1^6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 
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7) \Z\ Claim(s) is/are objected to. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1 . All outstanding rejections, except for those maintained below, are withdrawn in 
light of applicants' amendment filed on 04/21/2009. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior office action. 

3. The new grounds of rejection set forth below are necessitated by applicants' 
amendment filed on 04/21/2009. Claims 1 and 3 are amended to further limit the kinds 
solvent used in the dielectric paste. The elimination of unpatentable alternatives from a 
Markush group, with or without election of species, does not prevent a final as long as 
the grounds of rejection are in direct response to the amendment. Hence the final is 
warranted and is proper. 

4. The terminal disclaimers filed on 04/21/2009 overcame the obviousness-type 
double patenting rejections of application no. 10/592,895, 10/590,538, 10/590,749, 
10/582,995 and 10/582,994. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Drozdyk et al. (US 5,1 06,796) in view of Adams Jr. et al. (US 3,848,965) and Donohue 
etal. (4,959,330). 

Drozdyk et al. disclose a thick film dielectric paste useful for multilayer ceramic 
capacitors (Col. 1 , lines 5-20). The dielectric paste contains various polymeric materials 
employed as binders, including butyral resins, e.g., poly vinyl butyral, and ethyl cellulose 
(Col. 3, lines 45-50 and Col. 4, lines 25-35). Drozdyk et al. also disclose the thick film 
paste can be screen printed in the desired pattern over the patterned layer and exposed 
parts of the dielectric substrate (Col. 5, lines 45-55). 

Although Drozdyk et al. mention using organic solvents, such as terpenes (e.g., 
alpha terpineol) and butyl carbitol acetate, to prepare their dielectric paste (Col. 3, lines 
37-45), they do not mention the specific organic solvents recited in claims 1 and 3. 

Adams, Jr., et al. teach using suitable optical active material, such as I- 
menthone, to form layers or films, which exhibit desired dielectric properties (Col. 9, line 
44-Col. 10, line 12). 

Given the above teachings, it would have been obvious to one of ordinary skill in 
the art to use the l-menthone taught by Adams, Jr., et al. as the organic solvent of 
Drozdyk et al. to obtain desired dielectric properties suitable for layers or films. 

Regarding claims 1-4, Drozdyk et al. do not mention the specific molecular 
weight of their ethyl cellulose binder. However, Donohue et al. teach using various 
polymeric materials, including ethyl cellulose, having a molecular weight of 50,000- 
100,000 (Col. 6, lines 10-45), which overlap with those recited. Donohue et al. also 
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teach ethyl cellulose is especially preferred because it has a desired formulation 
viscosity (Col. 5, lines 40-46). Thus, it would have been obvious to one of ordinary skill 
in the art to use the ethyl cellulose taught by Donohue et al. as the binder of Drozdyk et 
al. to obtain advantageous properties for thick film compositions. 

6. Claims 5-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Drozdyk et al. (US 5,106,796) in view of Adams Jr. et al. (US 3,848,965) and Donohue 
et al. (4,959,330) as applied to claims 1-4 above, and further in view of Kobayashi 
(Machine Translation of JP 09-124771). 

The disclosures with respect to Drozdyk et al., Adams Jr., et al., and Donohue et 
al. in paragraph 5 are incorporated here by reference. They do not mention the degree 
of polymerization and butyralization of their butyral system resin. 

However, Kobayashi teaches a butryal resin having a degree of polymerization of 
1 ,500-2,500 and a degree of butyralization of at least 65 mol percent (see, for example, 
abstract). The butyral resin is used in films suitable for electronic components, such as 
semiconductors and circuit boards (Paragraphs 1-2). The advantages involved include 
excellent storage stability and adhesive strength (Paragraphs 3 and 23). 

Given the above teaching, it would have been obvious to one of ordinary skill in 
the art to employ the butyral resin having the appropriate degree of polymerization and 
butyralization taught by Kobayashi as the butyral resin of Drozdyk et al. with a 
reasonable expectation of successfully obtaining the dielectric paste for electronic 
components with desired properties. 
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Conclusion 

7. The applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hannah Pak whose telephone number is (571) 270- 
5456. The examiner can normally be reached on Monday - alternating Fridays (7:30 am 
- 5 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Hannah Pak 
Examiner 
Art Unit 1796 

/HP/ 



A/asu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1796 



